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I REMARKS 

In the Final Office Action, the Examiner noted that claims 1.2. 6-10. 13-16. 18, 
and 23-27 stand rejected. By this response, claims 1 and 9 are amended, claims 23-27 
are canceled, claims 2. 6-8. 10. 13-16. and 18 continue unamended, and new 
dependent claims 28-34 are added. 

It is to be understood that the applicants, by amending the claims, do not 
acquiesce to the Examiner's charslcterizations of the art of record or to applicants' 
subject matter recited in the pending claims. Further, applicants are not acquiescing to 
the Examiner's statements as to the applicabilrty of the prior art of record to the pending 
claims by filing the instant responsive amendments. 

In view of the following discussion, the applicants submit that none of the claims 
now pending in the application are obvious under the provisions of 35 U.S.C. §103. 
Thus, the applicants believe that all of these claims are now in allowable form. 

REJECTIONS 

as U.S.C. SI 03 

A. Claims 1.2. 6 -10. 13 and 14 

The Examiner has rejected claims 1, 2. 6-10, 13 and 14 under 35 U.S.C. §1 03(a) 
as being unpatentable over Asamlzuya et al. (U.S. Patent No. 6,314.576. issued 
November 6. 2002. hereinafter "Asamlzuya") in view of Liu et al. (U.S. Patent No. 
5.970.233. issued October 19. 1999, hereinafter "Liu") and Russo et al. (U.S. Patent No. 
5,701 .383. issued December 23. i997, hereinafter "Russo") in view of PCT WO 
96/13121 to McLaren (hereinafter "McLaren"). The applicants respectfully traverse the 
rejection. 

Applicants' claim 1 (and similarly claim 9), as amended, recites: 

"Apparatus for providing demand television comprising: 

a broadcast encoder for raceivina and encoding a real-time video 

frame sequent® to form a broadcast bitstream; 

a storage encoder for receiylnaand.encodlng the real-tirne video 

frame sequence to fomi a plurality of storage bltstreams. wherein said 

storage encoder comprises: 
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a first encoder! for producing a play bitstream that contains 
information that, when decoded, produces a forward play video frarne 
sequence, aairi first rincod ft r rfir.eivina and enoodinq the reaHipne video 
framft sRnuence contemDoraneo usiv with said hmadcast enooder 
receiving and encoding said r eaUtime video franne sequeng; 

q fr^mr ^TK..^w,pi»r fnrjgrr^ivina and fiubsamnlinq the real-time 
viriBo frame se q uence conte m noraneouslv with said broadcast encoder 
anri fjptt ^pcoder rec^^ivino and enc firiina said real-time video frame 

seauence,^^^^ ^^^^^^ subsampled frames of the real-time video frame 

sequence; l-^ * * 

a second encoder for producing a fastfonvard bitstream that 
contains information ,that. when decoded, produces a fast-forward video 

frame sequence; \ 

a thinJ encoder for producing a fast-reverse bitstream that contains 
information that, when decoded, produces a fast-reverse video frame 

sequence: and , . j 

a controller that selects subsampled frames from the buffer and 
couples selected frames to the second and third encoders." (emphasis 
added). 

The test under 35 U.S.C. §■! 03 is not whether an improvement or a use set forth 
in a patent would have been obvious or non-obvious; rather the test is whether the 
claimed invention. mnsiHered as a whole , would have been obvious. Jones v. Hardy . 
110 U.S.P.Q. 1021 , 1024 (Fed. Cir. 1984) (emphasis added). The applicants submit 
that none of the references, either singularly or in combination, teach or suggest the 
applicants' Invention ^s a whole , since the combined references fail to teach or suggest 
that the broadcast encoder, first encoder and frame subsampler contemporaneously 
receive the real-time video frame sequence and then contemporaneously encode and 
subsample the real-time video frame sequence, respectively. 

In particular, the Asamizuya reference discloses that a near video-on^emand 
(NVOD) compilation unit edits and compresses film stock such as video film or video 
stock recoixled on video tape, stores them for a long period, and transmits required 
video information to the near video-on-demand playout unit in accordance virith the 
broadcast. The encoder compresses and encodes the video signals and audio signals 
for the film stock or the VTR stocljc input via the switching circuit based on the MPEG-2 
standarxJ. Accordingly, the slgnat after the encoder is a digital AV signal compressed 
and encoded by the MPEG-2 standard. The communication controller fetches a 
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corresponding program stored in the archive storage 116 according to a request from 
the broadcast side and instmction from the NVOD playout unit, that is. the compilation 
system controller receiving an instruction for supply at the program supply side, and 
transmits the same via the communication path to the NVOD piayout unit (see. 
Asamizuya. col. 8. lines 51-56, coi; 9. lines 3-19, and col. 10, lines 41^8). As the 
Examiner concedes, nowhere in the Asamizuya reference is there any teaching or 
suggestion of the broadcast encoder, and transmitting the bitstream contemporaneous 

to storing the bitstream. 

Furthemiore. the Liu reference fails to breach a substantial gap as between the 
Asamizuya reference and the applicants' invention. In particular, the Liu reference 
discloses that during encoding, host processor 116 reads the captured bitmaps from 
memory device 112 via high-speed memoiy interface 110 and generates an encoded 
video bitstream that represents the captured video data. Depending upon the particular 
encoding scheme implemented, host processor 1 16 applies a sequence of compression 
steps to reduce the amount of data used to represent the information in the video 
images. Many video compressiori schemes divide images into blocks of pixels for 
compression purposes. The resulting en coded video bitstream is then storedjo 
mfimorv device 1 12 via memory interface 110 . Host processor 116 may copy the 
ennnded video bitstream to ma3s :fttnrane device 120 for future playback and/or transmit 
the encoded video bitstream to transmit 1 1 8 for real-time transmission to a remote 

receiver (not shown in FIG. 1). 

Nowhere in the Liu reference is there any teaching or suggestion of "a first 
encoder for producing a play bitsllream that contains information that, when decoded, 
produces a forvrard play video frame sequence, said first encoder receiving and _ 
encoding the reaMime video frame seauencA contemporaneoi i-slv with said broadcast 
encoder receivi n g and encoding said real-time video frame sequence, and a frame 
subsampler for receiving and subsamplin q th^ real-time video frame sequence 
contemporaneously with s^id broadcast e nr^ndftr and first encoder receiving and 
^nrnHina said rep i-timo uid^n frame seauenoe." Rather, the Liu reference teaches that 
once the video bitstream is encoied, it is first stored in a first memory device (e.g., 
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RAM), and ttien may copied to a rrjass storage device and/or transmitted to a 

transmitter. xi, ^ * « 

Furthermore, the Liu reference Is completely silent with respect to a frame 

...K..^p..r fnr rBceiving andsubs amBliPait ^ frame sggygnce 
.^...^P»^n.n,..lv W ,- v--H...t .n«.dnr nnd first enmrfer rBce.v.nq and 
^^^.^.H ...Uim. video frame seguen^.- in other words, the combination of 
Asamizuya and Liu fail to teach orisuggest that the broadcast encoder, first encoder, 
and subsampler contemporaneously receive the real-time video frame sequence. 
Moreover, the two references fail to teach or suggest that the broadcast and first 
encoder contemporaneously encode the real-time video frame sequence, while the 
subsampler subsamples the real-time video frame sequence. 

Further the Russo and McLaren references fail to bridge a substantial gap as 
between the Asamizuya and the Liu reference with respect to the applicants' Invention. 
In particular, the Russo reference-discloses "if a time-shifted version of the program -s 
being output for any reason, a FAST FORWARD command may be entered, .n which 
case playback is speeded up until deactivation of the command, at which time normal 
playback resumes, resulting in the output of the program exhibiting a reduced time shrft. 
including a zero time shift in the event the operator -catches up" with the incoming 
program as It is being received (see. Russo, col. 3, lines 31^8). However, nowhere in 
the RUSSO reference is there any teaching or suggestion of -wherein the storage device 
stores the storage bitstream ^nt.m.v.r;>neous to the transmission system transmitting 

the broadcast bitstream." 

still further, the McLaren reference teaches a first encoder for encoding original 
HDTV video infontiation, and a plurality of secondary encoders for respectively 
encoding subsampled video signals at various rates (see. McLaren, FIG. 4). Even rfthe 
Asamizuya. Liu. Russo and McLaren references could be somehow operably combined, 
the references would merely discfose the encoding of video frame sequence to fomi a 
storage bitstream. which Is then stored in a memory device, copying and/or transmrthng 
the stored encoded video bitstream respectively to another storage device or to a 
transmrtter and switching between trick play and nomial playback. However, nowhere 
in the four references Is there any teaching or suggestion of -a first encoder for 
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producing = play b«^- ""iain, info^aSon «,a.. when decoded, educes a 
L^ard play video frame sequence, mm3!^!^fmmm>^^!>^Mm^n!iS^ 

aoDlicants' invention as a whole. 

' Tneremrencesn,us.te«en in U«.en«re.^, Indodlngmose portion, wh,,^ 
argue agaU.^ Obviousness. SimilA mi i 1"^ V BnnnB, Hinr./Hydrocui^ . I"c^ 230 
U S P Q 416 420 Fed. Cir. 198S). It is impenpisslble v«th.n *,e framework of fhe 36 
use § 103 to pi* and choose f™m a reference only so much of 1. as v«ll support a 
conclusion of obviousness to .he exclusion of other parte nec^sary to a fu« 
appreciation of what the reference fairly suggests to one skilted m the art. !i at 419. 
Moreover, the Invenflon Is not resWCed to the spedflc subject matter 

clalm«i, but also embraces its p.^.perties and thn pmhl^ H ^1^ - lOOiSlOaM' 
USPQ 2d 1959. 1961 (Fed. Cir. 1988) (emphasis added). 

in this instance, the applicants have ,oIvp^ P«.b|f m of providing, m a VOD 
system, near real-^me availability of fas. forward and fas. reverse ~^nd ,^ 
L avallabilit, of high bH ra« vid?o bltstream «,at when decoded, P™^"«" ^ " 
seauance The appllcanh. have splved this problem by implementing a broadcast 
rder.e„ood:«a.«mev,daof™ma sequence totomrabroad^st.^^^^ 
■a flrst encoder for praducing a play bitstraara that contains Inlomiation that, when 

decoXn-.ces » ^ ^-O" ^""^^ 

^ ,„|..me ^rn fm me seniien-;. ^n.empor«aoyalO~1h^ 

-^-„r„P„„„.l. WH. sea bn,adaMa.Sod9raDdJis t^ rod.r re newing and 

P^^lp q rr>ai-time video frame s equenpe." ^ , 

be mod^ed to produce me Claimed 

mventton would not have mad, the modiTi^tion ob^ous unless the prior art suggested 
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the desirability of the modification, h rs Fritoh, 23 U.S.P.Q.2d 1780, 1783 (Fed. Cir. 
1992)- In m GoAtton. 221 U.S.P.Q. 1 125. 1 127 (Fed. Cir. 1984). In this instance, there is 
no teaching or suggestion of contemporaneously performing two distinct encoding 
operations and a subsampling operation on the received reaWime video frame 
sequence by the broadcast encoder, first encoder, and subsampler. respectively. 
Tberefore. the combined references fail to teach or suggest the applicants' invention as 

a whole . ' 

As such, the Applicants submit that Independent claim 1 (and similarly 
independent claim 9) is not obvious and fully satisfies the requirements of 35 U.S.C. 
§103 and is patentable thereunder. Furthermore, claims 2 and 6-8 and 10. 13. 14 an 
new claims 28-33, respectively, depend from independent claims 1 and 9 and recite 
additional features thereof. As such, and at least for the same reasons as discussed 
above, the Applicants submit that these dependent claims are also not obvious and fully 
satisfy the requirements of 35 U.S.C. §103 and are patentable thereunder. Therefore, 
the Applicants respectfully request that the rejections be withdrawn. 

B. rialma 16 and 18 

The Examiner has rejected claims 16 and 18 under 35 U.S.C. §1 03(a) as being 
unpatentable over Asamizuya. Liu. and Russo in view of Lee (U.S. Patent No. 
5.771,336. Issued June 23. 1998..hereinafler "Lee"). The applicants respectfully 

traverse the rejection. 

Claims 16 and 18 depend from independent claim 9 and recite additional 
features thereof. For example, dependent claim 16. when combined with the base 

claim 9, recites in part: 

"A method for providing demand television comprising the steps ot 

encoding, in reaWime, a broadcast video frame sequence to form a 
broadcast bitstream, while contemporaneously encoding the broadcast 
video frame sequence to fomi a plurality of storage btetreams wherein 
said plurality of storage bitstreams are contemporaneously fbrnied by the 

^^^^^ ^encoding sai'd frames to forni a play bitstream contemporaneously 
>*,]f ^ ^«iH ancodinn :.n real-time. S f^jH hmadcast video fr?^me sequence tq 
fnrm said broadcast bitstream : 
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subsampllng s^id broadcast video 
r^cp^r^ to said ennoriinn said fram ^« f f""" broRdr^f^t hitstream and 
s ^jd plav bitstream ; 

buffering said subsampled frames; 

recalling said buffered frames in a forward time sequence order, 
encoding said recalled buffered frames to fomi a fast fonward 

*"*^*'^^recailing said buffered frames in a reverse lime sequence order; 

^"^ encoding said| recalled buffered frames to fomi a fast 
reverse bitstream." (emptiasis added). 

As discussed above, the ci)mbination of Asamlzuya. Uu, and Russo merely 
discloses the encoding of video frame sequence to form a storage bitstream, which is 
then stored In a memory device, copying and/or transmitting the stored encoded video 
bitstream respectively to another storage device or to a transmitter and switching 
between trick play and normal playback. However, nowhere in these three references 
is there any teaching or suggestion of -encoding said frames to fomi a play bitstream 
.^ntem pnraneousiv wit h --'"^ pncndina. in real-time, said broadcast video fram e 
c^^ M^nr.^ t» fonn «^iH hmadeaat'bitstream. and subsampling said broadcast vkieo 
frames rnntemDOTaneou^ly with respec t to said en coding said firames to fbmi s aid 
hmadrast bitstre ^"^ ^iH plav bitstream." Therefore, the Asamlzuya. Liu, and 
Russo references fail to teach or suggest the applicants' invention as a whole. 

Furthermore, the Lee reference fails to bridge the substantia! gap as between the 
Asamizuya, Liu. and Russo references and the applicants' invention. In particular, the 
Lee reference discloses fast forward and reverse functions in a VOD system (see, Lee. 
Abstract). Even if the four references couW be somehow operably combined, the 
references would merely disclose, the encoding of video frame sequence to fomi a 
storage bitstream. which is then stored in a memory devtee, copying and/or transmitting 
the stored encoded video bitstream respectively to another storage device or to a 
transmitter, and switching between trick play (fast fonward and rewind features) and 
nonnal playback. However, nowljere in the four references is there any teaching or 
suggestion of "encoding said fraqies to form a play bitstream rn ntemporaneously with 

Anmding. in real-tp m.>, ^jroadcast video frame sftqiie.noe to form said 
hm^Hr.asi bitstream. and subsampling said broadcast video frames oontemporaneousi^ 

! 
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^ith rpsnpct to sairi PnGodino sai d fr^m^^ *° fa"" said broadcast bitstream and said 
Diavbitetream ." Therefore, the four references fail to teach or suggest the applicants' 

Invention as a whole. 

As such, the applicants submit that claims 16 and 18 are not obvious and fully 
satisfy the requirements of 35 U.S.C. §103 and are patentable thereunder. Therefore, 
the applicants respectfully request that the rejection of claims 16 and 18 be withdrawn. 

I 

D. Claims 23-27 

The Examiner has rejected claims 23-27 under 35 U.S.C. §103(a) as being 
unpatentable over Asamizuya in view of U.S. Patent 6,084.636 to Sugahara et al. 
(hereinafter "Sugahara") and Russo. The applicants have canceled claims 23-27. 
Therefore, the rejection is considered moot. 
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rnnclusion 



condition for allowance. Accordingly, both recons 



expeditiously as possible. 



Dated:_Zi4i/k— 

CUSTOMER #26.291 , , p 

MOSER PATTERSON & SHERIDAN. LLP 
595 Shrewsbuiy Avenue, Suite 100 
Shrewsbury, New Jersey 07702 
732-530-9404 - Telephone 
732-530-9808 - Facsimile 



Respectfully submitted. 



Eamon J. Wall. Esq. 
iReg. No. 39,414 
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